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TiFMARKS/ARftllMENTS 

Claims 1-23 are pending in the application. Claims 1-23 are submitted to 
clearly distinguish patentably over the prior art for the reasons discussed hereafter. 

In paragraph 5 which begins on page 2 of the Office Action, claims 1-10, 12- 
21 and 23 are rejected Under 35 U.S.C. § 103(a) as being unpatentable over Savitch 
in farther view of Sedgewick. In paragraph 6 which begins on page 8 of the Office 
Action claims 11 and 22 are rejected Under 35 U.S.C. § 103(a) as being 
unpatentable over Savitch and Sedgewick in further view of U.S. Patent 6,149,325 
of Nunokawa et al. These rejections are respectfully traversed. 

As previously noted by Applicant, Savitch and Sedgewick are said in the 
Office Action to disclose all of the limitations of claims 1, 12 and 23 of the present 
application. In this connection, however, Applicant respectfully refers the 
Examiner to some of the steps of the present invention. Because of such steps (i.e., 
the last step in claim 1). there can be achieved the advantages as described at 
line 26 of page 8 through the last line of page 9. In particular, the present character 
processing method and apparatus according to the present invention make it 
possible to sefect the text for processing without carrying out any special operation 
for reading/writing the same or other text. Furthermore, in this case, it is not 
required to display the plurality of text simultaneously, and therefore a large-size 
display screen is not needed, as discussed at lines 24-26 of page 9. 

In this connection, the Office Action simply refers to pages 610 and 611 of 
Savitch, implying that such advantages can also be attained by Savitch. However, 
this is clearly not so. Savitch relates only to progranxming text having in mind no 
problems at all related to the prior art. such as that described on page 2 in the last 
paragraph of "prior art" and "object" in the "Summary Of The Invention" thereof. 
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Simply describing the metb^ of programing - * Savitch without any relation to 
the concrete problems simply will not lead a person skilled in the art to the method 
in accordance with the present invention so as to thereby solve the problems noted 

above. - 
Accordingly, the Office Action appears to be simply picking fragments of 

disclosures from the references such as Savitch without any relation to the 

■problems to be solved by the invention", "advantages the, can be attained by the 

invention", and so forth. In this connection, the Examiner's attention is directed to 

the decision of January 6, 2005 by the United States Court Of Appeals for the 

Federal Circuit in the matter of Ifilste- Worsts pud TWWlQIT Hol^g 

C f ™ T t EBB I ^ Ca- ° f «wwri- p-— ° f which 816 

attached hereto. In particular, the Examined attention is directed to the Courts 
statement on page 11 thereof that "the test «,uires that the nature of the problem 
to be solved be such that it would have lead a person of ordinary skilled in the art to 
combine the prior art teachings in the particular marmer claimed" citing Sasifet, 
149 F 3d at 1357. And on pages 14 and 15 thereof, the Court states that the 
District Court erred as a matter of law "by applying a* incomplete teachmg- 
enggestion-motivation test to it obviousness determination". The Court further 
stated that genuine issues of material fact exist as to "whether a person of ordmery 
skill in the art would have been motivated". 

In the present instance, Savitch must be said to relate only to programming 

« teams «■ afed no mW mn rt r" IMri - H* "™ 0&rmg n0 

motivation at all to the inventor to look to or to combine the references for a 
solution. 
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Therefore, claims 1-23 are submitted to clearly distinguish patentably over 
the attempted combination of Savxtch and Sedgewick and the further combinatxon 
of those two references with Nunokawa. 

Reconsideration and allowance in view of the above comments are 

respectfully requested. 

If there are any fees due in connection with the filing of this response, please 

charge the fees to our Deposit Account No. 50-1314. 

Respectfully submitted, 
HOGAN & HARTStfN L.L.P. 



Date: July 20, 2005 V ' ^n pXhXcber " 

. No. 23,009 
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Los Angeles, California 90071 
Phone: 213-337-6700 
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Attorney for Applicants) 



Page 11 of 11 



PAGE 15/19 * RCVD AT 7/20/2005 4:25:42 PM [Eastern Daytight Time] 1 SVR:USPTO-EFXRf -6^39 * DN1S:273830C * CSID:+12133376701 * DURATION (rmiKS):D6-M 



